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■PA-TENT 

Our Docket: P-NS 4 970 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Examiner: L, Chen . 
Group Art Unic : 1632 



In re application of: 
Palczewski et al . 



Serial No.; 09/990,135 



Filed: Novecnber 21, 2 001 

For: EXPRESSION OF POLYPEPTIDES 
IN ROD OUTER SEGMENT 
MEMBRANES 



Box- Petition 
COMMISSIONER FOR PATENTS 
Washington, D.C, 20231 



I hereby certify that this correspondence is 

being deposited with the United States 

Postal Service 35 first class mail in an 

envelope* addressed to: Box Petition. Commissioner for 

Patents, Washington, O.C. 20231, on February Id, 2003. 

Melody E. Clark, Reg. No. 51,556 

February u, 2Q03 

Date of Signature 



PETITION UKQER 3 7 C.F.R, S 1.181 (a) REQUESTING 
WITHDRAWAL OF HOLDING OF ABANDONMENT 

Applicants petition under 37 C.F.R: § 1.181(a) that the 
holding of abandonment in the above- identified application be 
withdrawn. This petition is timely filed in accordance with 
3 7 C.F.R. § 1.181(f) . 



Although a Notice of .Abandonment has not yet been 
received, the above-identified" application will be 
inappropriately abandoned as of December 20, 2002, for failure to 
respond to the Restriction Requirement mailed June 20, 2002. 
However, the application should not be processed as an abandoned 
application because Applicants did not receive the Restriction 
Requirement: until January 8, 2003, due to an incorrect address on 
the Requirement . A search of the file jacket, mail log, and m 
docket records for the above -identified application indicates 
that we did not receive Che Restriction Requirement. For 
example, the last log entry on the docket record shows that 



exhibit a 
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Inventors; Palczewski et al. 

Serial No.: 09/990,135 
Filed: November 21, 2 001 

Page 2 

Applicants recorded an Assignment on April 26, 2002, and that no 
petition to convert the application was filed although a PCT 
application was filed. A copy of the docket record for the 
above-identified application is attached herewith as Exhibit A. 
In support of non- abandonment , Applicants also submit herewith a 
copy of the Restriction Requirement that was received from the 
Examiner by facsimile on January 8, 2003 (Exhibit B) , which 
clearly shows chat the Restriction Requirement was- mailed to the 
wrong address. 

The attorney and law firm listed on the Restriction 
Requirement have never been associated with this application. 
All previous communications from the Patent and Trademark Office 
regarding this application have been sent to the correct address 
in San Diego, California. As corroboration, Applicants submit 
herewith a copy of the Filing Receipt (Exhibit C) , Notice to File 
Missing Parts (Exhibit D) and Recordation of Assignment Document 
(Exhibit E) for this application, all sent to the correct 
address. Since Applicants did not receive the Restriction 
Requirement until after the final due date of December 20, 2002, 
the application should not be processed as an abandoned 
application , 

In order to expedite processing of this application, 
Applicants have filed a Response to the Restriction Requirement 
concurrent with this Petition. A copy of the Response, filed' 
today with the Commissioner for Patents, is attached herewith as 
Exhibit F. 
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Palczewski et al . 
09/590 , 135 
November 21, 2001 



No fee is deemed necessary in connection with the 



filing of this petition. However, if any fee is required, 
authorization is hereby given to charge the amount of any such 
fee to Deposit Account No. 03-03 70. 



CAMPBELL & FLORES LLP 

4370 La Jolla Village Drive 

7 th Floor 

San Diego, California 92122 
USFTO CUSTOMER NO. 23601 



Respect 



fully submitted, 



February 14, 200 3 



Melody E . Clark: 
Registration No, 51,566 
Telephone No. (358) 535-9001 
Facsimile No. (858) 535-8949 




Date 
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Ginger Dreyer, Esc, 

Kaobbc. M^rrn3. Olion & Bear 

Stiira 1 150 

201 Caliibrraa Sceat 

Son Francisco, CA 941 1 1 
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ORIGINAL c 



1632 

DATE MAILED; 0*2DfcQO2 



PL 



.esse find below and/or attached an Office comrnuilcat: 



on-ccacsmir.g rhis apolic2t:on or orcceedm* 



.nc-ooc c?,3v. 07..J1J 



EXHIBIT E 
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Office Action Summary 



j Application No. j AppiicnoIfT) "~ 

rexnrniner " 1 Art Unit i 




^ j Lipinc Cher, | | 

- The MAILING DA TE of ihti cc/nmunicstion appear* en the covers fa*:' with iA» corrsspondsncs stfdnss ~ 
Period for Rsply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS 3ST TO EXPIRE ? MONTHS) *RQM 
THE MAILING DATE Or THIS COMMUNICATION. 

- Srtdr.slonc Ol iim« rr.sy be wiftahl* UTViif lha poa«lBiciva 11 C-=P. 1. 13€(a}. In rtD i-^nt, howe-ir;*, nniy 3 r^I'/ is limoly /ilu(J 
aiW Six MONTHS from tM r^utlins sui«s af this conuTionicailCH, 

j*,; maA (Wny (Z0»<iaYc, * r*?ly witAin '-ha a;&kitor? minimum -if thirty fiO) iay^ '//ill c» ccr.ste—jd ll- 

aiawiBfv jxif^ww spd't «nd 'frill ftipiri Six fSj MCNTrSS fr*m ih, maUing ^:c^<hl= „*™ n jc<-<rtcn, 
Jy wfll, ty static. c3Ua^ ine application ^ b»ccme ~5ANCCrt£D 'o S.C, s i3i) 
i r.n*r Hie nailir. Q dsia c* thi* :am.T\umraUfln, ***ft if tfm*V/ fiUd, may r*iJc* an** * ' 

Staius 

1)0 Rasponsive to communication's) riled on . 

2s)Q This action is FINAL. . 2b)Q Tiu'5 action is non-final, 

3) Q Sines this application is in condition for allowance except for forma! matters, prosecution as to the merits is 

closad in eccord^nc:* with (ho practice undsr 5* parts Gc/sy/e, 1935 CD. } 1 , 453 O.G. 213, 
Disposition of Claims 

4) ® Olaim(s) 1-38 is/are pending in the application. 

4a) Of the above claim's) is/ers withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

5)Q Claim(s) ts/ara rejected, 

7)0 Ciaim(s) is/are objected lc. 

3)33 Claim(s) 7-33 are subject to restriction and/or election requirement. 
Application Papers 

S)Q The specification is objected to by me Examiner. 

1Q)Q The drawing(s) filed on is/sre: a)Q accepted or b)Q object to by the Examiner. 

Applicant may n-jt request ttisi any abaction Co cne drawings) ce held in iscsysnce. S$e 37 CFR 1. 35(g). 

11) D The proposed drawing correction tiisd on is: s)Q approved b)Q disapproves by the Examiner. 

If approved, corrected drawings are- require in reefy tc this Offica action. 

12) [jThe osth or declaration 13 objected \o by the Examiner, 
Priority uncer 35 U.S.C> §§119 and 120 

13) Q Acknowledgment is msds of a claim for foreign priority under 35 U.S.C. § ns(aj.(d) or(Q. 

a)U Ail b)Q Some " c)Q None of; 

1-0 Certified copies of (he priority documents have been reczivzcl, 

2,Q Csrtifisd copies of the priority documents hsva been received in Application No. . 

2.Q Copies or the certified copies of the priority documents nave bean received in this National Stage 
application from the (ncsfnational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified capias not received. 

t4)Q Acknowledgment is made of a cioim for domestic priority under 35 U.S.C. § 119(a) (to a provisions! application). 

a) O The translation of the foreign iannuscs provisional application has been received. 
1o)0 Acknowledgment is made of a cioim for domestic prionty under 35 U.S,C. §§ 120 and/or 121 . 

V) Q Nccica Qf nxieniflCtt Ciisd (PTC-aC-2) 4i G 'nter/iew Summsr/ (?70-*1 2) . s 3«r Ngfs). 

f :) LJ Ncctc4 ^ Ortftsssrscn's ?c(aru Drawing Ssview {FTO-flJS) 5) H M*(iee of Inicrmii Pst^rr Acsiic^kn 

j2j .'^J Inrc.-msticr, Cisciwcufi 3tatdiTwnt(s> i?TC- i ^9; rlcir Mc;sj . 5) !_J Cihtr: 

L'.o". rvKfni :no r^qwno'^ <j.Tics " " . . ■ — ■* — > — - ■ ■ 

?TC-225 (??3V. Offlc* Action Sufnmary c-^ c( a-^^ NC( e 



Received from < 8585971585 > at 4/7/034:52:36 PM [Eastern Daylight TUnel 



04/07/03 MON 13:43 FAX 85859 W65 CAMPBELL & FLORES LL @015 

AcplicatiQTV'Control Number: 09/9S0.1S5 o 
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An Unit: L632 



Restriction to one or" the following inventions is required under 35 U S C " " - 

ciaims 1 ' 17 ' 30 snC 35 ' dr5V,n t0 3 gens targeting construct comprising a rod outer 
segment (ROS) targeting signal, a vector or a ceil or a gene disrupted mouse comprising 
the construct- classified In class <i3S, subclass 320.1, cr class 300, subclass 13, 
, n. Claims 23 and 37, drawn to s cell extra a, classified in 435, subclass 32S. 

III. Claims 29 and 38, drawn tc a substantially purified transgenic polypeptide, classified in 
530, subclass 350'. 

The inventions are distinct, each from the ether because; 

Invention I and invention II ara two mutually exclusive and independent products. The calls of 
invention I can be used to make transgenic mouse. The extract of invention II can be used tc isolate 

membrane. 

Invention I and Invention III are two mutually exclusive and independent products. The cells of 
invention I can be used to make transgenic mouse. The protein of invention in can bs used to make 
antibody. 

Invention II and Invention in- are two mutually exclusive, and independent products. The extract 
of invention II can be used Co isolate membrane. The protein of invention HI can be used to make 
antibody. 

Secause these inventions are distinct for tha reasons given above £nd have ec-uirsd a separata 
status in the art as shown by their different classification, because of their recogr.iaed divergent subject 
mafcar, and the search require for any group is not required for remaining groups, restriction for 
examination purposes as indicated is proper. 
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Art ! Jftii: l " 2 -a* include an eta*™ of 

, ^ that the r** to this » * ^ 



the invc 



^ , ^ « — - <— • • **** * . 

Apyuw^nc m i -mil j irrencW named 

, 0 mirt be fenced in ^ .7 CP* L.«(n, * one « -re „r the 
in v«,«r<h.p must U .men ™ 0lic2C ; c n. Any amendment of 



CFR 1.17(11- 



,n,uWv ch, S wrvnunlotlon or ,an>c communion, from the ^in S , should 

te du^d * U ? in S Chen, whose t^hcr, nun** is (703) 3C5-4S42. The e^ln.r cn nc^lly be 
rea oh*d ,n Monday through rrid*y from 8:00 to S:00 (festem Sandard W Should ** attminer t« 
unavsl , 3bk ***<•, «o* be tfrert* to Deborah fcync*. supervisory Mm.,? E»miner of Art Unit 
1332, ct (702) 305-40S1. Any arfmimsirauve or procedural questions should be dlreaso Q Pat* 
Zimmerman. P*=K Analyst, at (703) 30S.27SS. P^ers relace* to U.is application may b* submitted to 
Croup 1200 by tearmta wnsrnlak,.. Faper, ihouki be faxed to Gmup 1*00 via the Fa» Center 
tocattd in Cr/S^l HaU 1. The f^ing of sucn muat conform with th* noHre pushed In the 

Official G«z«tta, 1W6 0<3 30 (November IS, l?8<i). The CMl Fa* Cafiusr number i 3 (703) 308-5724. 

Th» Group end/or Art Unit location of your application- in tne VTO has dwnged. To aid in 
chelating any p,?™ for fate apploflcn, aO fc. ther correspondence ragardinr, chb, applet! Should Ire 
dlfgCStt'J Croup Art Unit 1S32. ■ Pi /7 /t 

Liping Chen, y'n.0. 

patent L-.il niner CfcoCBAH CROUCH 

Groco 1532 f Til WARY 6XAMW» 
June 14, 3002 GKOUP^S^jQ ' 
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CONFIRMATION NO. 1224 
FILING RECEIPT 



"OCaOOOOGQQ7l7603«J* 



Dsts Mailed: 12/10/2001 



Receipt is acknowledged of this r.onprcvisional Patent Application, It will, be considered in its order and you will 
notified as to the results of the examination. Be surs to provide the U.S. APPLICATION NUMBER FILING DATE* 
NAME OF APPLICANT, and Tl i LE Or INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt, if an 
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Customer 
Service Center. Please provide a copy of this Filing Receipt with the changes noted thereon. If you 
received a "Notice to File Missing Parts" for this application, please submit any corrections to this Filing 
Receipt with your reply to the Notice. When the USPTO processes the reply to the Notice, the USPTO will 
generate another Filing Receipt incorporating the requested corrections (if appropriate.). 



Applicant(s) 

Krzysztof Pslczawski, Residence Not Provided; 

Ning Li, Residence. Not Providz-Q; 

Juan Sallestarcs, Residence Not Provided; 

Domestic Priority data as claimed by applicant 
Foreign Applications 



If Required. Foreign Filing License Granted 12/04/2001 



Projected Publication Date: ic- Determined - pending completion c; Missina Parts 



Non-Publication Request; Nc 



Early Publication Request: No 



Title 

Express ion cf polypeptides in rod cuter sec merit mem cranes 



Preliminary Class 
435 



EXHIBIT C 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 

.GRANTED 

The applicant has beer, grantee! a license under 35 U.S.C. 134, ;f the phrase "IF REQUIRED FOREIGN FILING 
LICENSE GRAN I ED" followed by a data appears on this form. Such licenses are issued in all applications where 
the conditions for issuance or a license have been mat. regardless of whether or not a license msy be required as 
sac forth in 3/ CFR 5.1 5. The scope and limitations of this license are sat forth in 37 CFR 5 15'a) ur,la33~an earlier 
license has bean issued under 3/ CFR 5.12(b). ihe iicsr.se is suojsc: :o revocation upon written notification "t. 1 ^ 
data indicated is the effective dace of the license, unless an earlier license of similar scope has be*n cr^ntsd 
under 37 CFR 5.13 or 5.14. - * 

This license is to be rained by the licensee and may be used at any time cn or after the affective data thereof 
unless it is revoked. .J his license is automatically transferred to any 'related aoplicaticns(s) filed Jnc'er 37 CFR 
1.53(d). This license is not retroactive. 



The grant of a license does noc in any way lessen the responsibility of a licensee for the secuntv of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionace and the 
national security or che export of technical data. Licensees should apprise themselves of current recusations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-P3))* th* Offic* of 
Export Administration, Depanmant of Commerce (15 CFR 370.10 {j)); the Office of Foreign Assets Control 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTE D 



No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED FOREIGN C ILING 
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for 3 license under 27 CFR 
0.12, if 3 license is desired before the expiration of 6 months from the filing date of the aoplicaNon If 6 months 
has lapsed from the filing dace of this application and the licensee has not received any indication of a secrecy 
order under 35 U.S.C. 181, the licensee may foreign fiie the application pursuant to 37 CFR 5 15,'b) 
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Date Meiied: 12/10/2001 



NOTICE TO FILE MISSING PARTS OF NON PROVISIONAL APPLICATION 



FILED UNDER 37 CFR 1.53(b) 
Filing Date Granted 



An application number and filing date have been accorded to this application. Tn 




; is missing. 



DEC 1 4 ZQQ1 

r submit $ 740 to complete the basic filing faf for a non-small entitv. if appropriate applicant 
ntten assertion of entitlement to small sn^V^^^^a^ ft^yflaffy filing k* (3? 



The statutory basic riling fe 
Applicant must , 
/7i3y make a wrftten . 

Tctai addifcicnal clsim fee(s) for this application is 5324. 

* $324 for 13 total claims over 20. 
The cam or declaration is missing 

A property signed oath or declaration in compliance with 3'* 
above Application Number anc Filing Data, is required. 
To avoid abandonment, s lata filing tea or oath or declaration surcharge as sat fcnh in 37 CFR i 15(1) of 
Si 30 for a non-small entity, must be submiheci with the missing items Idaruinec m this iect-r 
The balance due by applicant is 5 11 94. 



' CFR 1.62, identifying the application by (hz 



• This application clearly fails to comply with :he requirements of 37 C.F.R. 1.321-1.325. Applicant's acisntici 
is directed to the final rulemaking notice published at 55 FR 13230 (May 1 19S0J and 1 A 4 OG 2* (Mav 
15 19S0). If the effective riling data is or, or after July i, -,996, see the final rulem'akino nocice pLbiish^t 
o3.rr< 29520 (June 1, 1998} and 1211 OG 32 (June 23, 1S98). If the effecavs filina dace is en orator 
beptemcer 3, 2000, sea the final rulemaking nctics published in the Federal ReaisW at 65 ?? 54oC^ 
(September 8, 2000) and 1233 OG (September is, 2000). Applicant must provide an initial computer 
rsscable icrm (CRr; copy cf (he "Sequence Listing", 2n initial paper or ccmpac: disc cooy or the 
"Sequence Listing", as well as an amendment directing its entry inw the scciicacicn. Apolicsnr muse aiso 
provide a stscemsr.t chat the cencent Ci the sequence listing inrormaiion decreed :n computer f^acV-ie 
farm is ider-rical co the wcien (on pacer cr compact disc) sequence listinc sr.c where spplicabte inc:Jd*« 
nenewmacter. as required by 5T CFR 1.821(e;, 1 S2:(f), 1.821(g). l.S25(b}, or i.325idVlr apclicant 
desires cr- secuer.ce limine in ;he inscanc application to be identical with the- cf another acpiicsucn nr. rile 
m tne U.S. Pscenc end Trademark Office, such request in accordance with 37 CFR i.52i = Vi mav be 
submicisc in lieu of a new CRF ' *' ' ' 



EXHIEfT D 
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For questions regarding compliance to these requirements, please contact: 

> For Rules Interpretation, call (703) 303-4216 

* To Purchase Patentln Software, call (703) 306-2SOO 

> For Patentln Software Program Help, cull (703) 306-4119 or e-mail at 
patin2lheip@usptQ.gov or pacin3help@uspto.cov 



copy of this notice MUS T be returned with the reply. 



Customer S*rvi';s Cencsr " 
Initial Paient Examination Division (7t)3) 303-I2Q2 

PART 2 - GOP Y TO B £ RETURNED W.LTK RESPONSE 
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APRIL 19, 2002 

CAHP3ELL & FLO RES LLP 
CATHRYN CAMPBELL 
4370 LA wOLUA VILLAGE DRIVE 
7TH FLOOR 

SAN DIEGO , CA 92122 
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Chief Financial Orficerar.c Chief Administrative Officer 

Washingicr., DC 20231 
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UNITED STATES PATENT AND THADEi'L-.RK OFFICE 
NOTICE OF RE CO ?JD AT ION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION 0- 
THE U.S. PATENT AND TRADEMARK OFFICE, A COMPLETE MICROFILM COPY" 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL 'AND FRAME MuMB-R 
REFERENCED BELOW . 

PLEASE R-5VI3W ALL IN70PJMATI0N CONTAINED ON THIS NOTICE . THE 
INFORMATION CONTAINED ON THIS RECORDATION - NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY EPilOPs.S OR HAVE QUESTIONS CONCERNING THI5 NOTICE , YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-5722 
PLEASE SEND REQUEST FOR CORRECTION TO: CJ . S . PATENT AND TPADEMARK 0-F T CE 
ASSIGNMENT DIVISION, SOX ASSIGNMENTS . CG-4 . 1212 JEFFERSON D*Vi$ KWV 
SUITE 3 20, WASHINGTON, D.C. 2 02 3 1. 



RECORDATION DATE: 02/11/2002 REEL /FRAME : 012601/0253 

NUMBER OF PAGES: I 

BRIEF: ' ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) 

ASSIGNOR: 

PALCZEWSKI, KRZYSZTOF DOC DA.TE : 12/21/2001 
ASSIGNOR: 

DI, NINO DOC DATE : 01/07/2002 
ASSIGNOR; 

BALLESTER05 , JUAN DOC DATE : 01/07/2002 

ASSIGNEE : 

NOVAS ITE PHARMACEUTICALS, INC. 

3 520 DUNMILL STREET 

SAN OI EGO, CALIFORNIA 9 2121 

SERIAL NUMBER: CSSSC165 FILING DATE: 11/21/2001 

PATENT NUMBER: IS3CE DATE : 



? 
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.-OftM .-70-155: (Mcainnn) f £\ I 

«&w/es \£ J?' 

/ Ol? suitings ->■ ^V^yf^tf*^ '"^ 

To che Honorable Commissioner or Pa:ent 



^* ^% ^> ^ 



02 - 2 / - zuu> 



U.S. DEPARTMENT OF CO.W/|£?,CE 
?*csnt snt Tradsmark Offics 



1 . Name of conveying pafty(ies): 
L KrZYszto-f Palczcwski 
1. iN'ijig Li 
3. Juan Ballesteros 



Additional narr.csfs) cr conveyt.-.c psrtyOes) 



1019g4Si2L 

2. Name and address or receiving p2fty(ies): 



/ / - ^ 2- 



□ Yes ® No 



scned or iginal docume nts or copy thereof. 



Name: r* 0 vas ' te Pharm ace uticals, Inc, 
Internal Address: 



3. Nature of conveyance: 
0 Assignment 
□ Security Agreement 
U Other 



G Merger 

□ Change of Name 




Execution O^te: i. on 12/21/01 ; 2. and 3. on 1)1/07/02 



Stats: Ca Z!P: 9212] 



i Additional n3rne(s) & addrsss(«s) anacriec? □ Ysa S3 No 



A Application numbers) or patent nurnbers(s): 

If Chis document is being riled together with a new application, the execution date of the application is; 

A. Patent Application No.(s) j e. Patent No.(s) 

i 

09/990,185 



S/JL/aoOi ?H?^nAl G0Gy00E2 4?r?0ii 

)/ i-rir.A! iO.CC OP 



/Vdditionaf numbers attached? i_J Yas ® No 



5. Name and address or party tc whom correspondence 
concerning document should be miffed" 

v 

Ms<3s_- lathr yn Gamp b e U _ 



Incernai Address: CAMPBELL & f LORES LLP, 



6. Tota! number of applications and patents involved: J~ j 



7..iotal fee (37 CFR 3.41): s 40,00 



Streei Address: 4370 La Julia Villa ge Drive, 7th Floor 



Cir/' San Diego 



Stats: CA_ 7|p : D2L12 



IS Enclosed * Any excess or insufficiency should be 
credited or debited tc deposit account 

□ Authorized to be charged to deposit account 



£. Deposit account number: 
03-0370 



(Atiac". duplicate espy of iriis psce if paying by deposit account) 



00 NOT USE T HIS 5?>C£ 



5, Stdtemen: and signature. 

"o -:ne 'oest of my knowledge ana belief, the foregoing in formation is (rue and correct snd dnv attached coov i$ a irue copy 
of >he original document tffiyl / l , / 



( . Signature 



Name of Person Signing (. Signature 1 — 
Total number of sages inducing caver sr. eat, grtacSgsncs. a.nc iccumen;; L ^ 



Date 
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JOINT 

ASSIGNMENT 

This Assignment is rr\ade by r'rzys ztof Faiczewski of Belie vue, 
Washington, Nine Li of San Diecc, California, and Juan 
Salissteros of Enc micas , Calif ornia , Assignors, co Novas ita 
Pharmaceuticals, Inc., Ass igr.ee , having a plact- of business at 
3520 Dunhiil Street, San Diego, California 92L21. 

WHEFvEAS , Assignors hevs invantsd a new cud useful 
•EXPRESS ION 0? POLYPEPTIDES IN ROD OUTS?. SEGMENT ME^S PANELS for 
which an application for United States Letters Patent was filed 
on Ncveutfser 21, 2001, in the United Spaces Patent and Trader rk 
Office, bearing Serial No. C9/3-90,iS5 and identified as Attorney 
Dec ken No: p-NS 4 97G; 

WHEREAS, Assignors believe themselves to be the original 
inventors of the invention disclosed and claimed in said 
application for Letters Patent;, and 

WHEREAS , the parties desire to have a recordable 
instruiueiiL assigning the e n ".ire right, title and interest in and 
to said invention, said, application and any Letters -Patent chat 
may be granted for said invention in the United States and 
throughout the world; 

NOW , THEREFORE , in accordance with the obligations to 
assigr. the invention and ether coed and valuable consideration, 
the receipt and sufficiency of wnich are hereby ack.ncwlecced, 
Assignors sell, assign, and transfer to Assignee, the entire 
right, title, and interest in and to said invention, said 
application, any applications entitled to benefit cf priority to 
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rwentcrs : 
Serial Mo . : 
Tiled; 



Faiczewsfci et al . 
09/990, LS5 
November 21, 2001 



said application under Title- 25, United States Code, Sections 
120, 121 or 251, which include div is ionals , con.t inuations and 
reissues, and any Letters Parent that r^ay be granted on said 
invention or these applications in the United States and 
throughout the world, .including the right Co file foreign 
applications directly in the name of the Alienee and to claim 
for any such foreign applications any priority rights to which 
such applications are entitled under international conventions, 
treaties, or otherwise. 

Assignors agree that, upon requeue and without further 
compensation, but at no expense no Assignors, they and their 
legal representatives and assigns will do ail lawful acts, 
including the execution of papers and the giving of testimony, 
-.hat may be necessary or desirable for obtaining , sustaining, 
^issuing, or enforcing Letters Patent in the United States and 
throughout the world for said invention, and for perfecting, 
recording, o r ma mtaining t n e title of Assignee, its successors 
and assigns, to said invention, said application, and any Letters 
Patent granted for said invention in the United States and 
throughout the world. 

Assignors represent and warrant that they have not granted 
and will not grant cc others any rights inconsistent with the 
rights granted herein. 

Assignors authorize and request that any United States or 
foreign letters Pitent granted for said invention, whether on 
said application or cn any subsequently filed divisional, 
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Inventors; Paicsewski et ai . 

Serial Mo. : 09/SSO, 185 

Filed: Nov^ber 21, 20 01 
Fag* 3 



continuat ion or reissue application, be issu'ed to Assignee , its 
successors and assigns, as the assignee of the entire interest in 
said invar. -:ion . 

IN" WITNESS WKiR£GF, Assignors have executed this 
AssicT^.an: on the date ( s ) provided b-siow, 



Assignor : Kr ays 2 1 of Paicse-wski 
Signature Date 



state: or _ >j a shm^Wvy 

COUNTY or I- , ,/tVs, 



On ) i J 2 t I o I , before me, 



personally appeared rz u St, to I- Po\ \< ^z&lm ^Uct , 

personally known to me - OR - proved to ma on the basis 

of satisfactory evidence to- be the person (s) whose name { s ) is/cj^s 
subscribed to the within instrument and acknowledged to me that 
he/s^S'/tirey executed the same in his /h^f/tjisir ' author i zed 
capacity ( ies) , and that by his /h^rr/th^-ir signature (s5 on the 
ins t rumen t the person ( s ) , or the entity upon behalf of which the 
person (s-) acted, executed the instrument. 

WITNISS by hand and official seal. 



{Signature of Notary) 
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Inverse r 5 : 
Serial Mo . : 
Fiisd: 
Fage 4 



Palci-iivsV.i at al. 
0S/S90, 155 
November 21, 2001 



Assignor: Nine Li 



ST.VTS OF 
COUNTY or 



-i 



Oate 



On /^UU^ 1 , 



par sona 



ppea' 



V* personally kr.own to cr-,e - O'R - proved to me on the basis 

of satisfactory evidence to be the person t*T* whose name Us-T is/, 
subscribed to the within ins tru.iT.enb sad acknowledged to r?.e that 
ha /s fco / th^ -y executed the same in. hi's/ hsr.- ^Air authorized 
capacity { i_sw) , a ad that by hisA h-:-r . / - their signature^ on the 
ir.sc ruruent the person or the entity upon bat. -5 if of which th 

person (^T acted, executed Che last rumsnt t 

WITNESS by hand and official seal. 




(Signature of (Notary) 




• f.C"'if3^ HUTCHISON i 

_ ,__L.^ Cc-rr.rr^ior. ?M 22 r 955 

•= g?5^Sg NCNisy P'JCliC - Cotifcmic 

J Sen Oiegc Csunty 
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Investors 
Serial No 

Filed: 

cage 5 



Psiczev/sVii a: al. 
09/330 , 13 S 
November 21, 2001 



: J.uar. £ a 1 1 * s t s r o s 



state: or Qj b llfbf ^ L ^ ' 

COUNTY OF folfrj'Q 




D-ate 



iy p nnp. r Ai 7 ~ It/ p djlte^O <? 



proved 1:0 c-^e or, the basis 



on 

personal! _ 

personally known • to • ene - OR - 

of Satisfactory evidence no be the-*p.s rson j^T ''hose name ta^f is/, 
subscribed to the within ins^ru.TiSnt and acknowledged to rr/s thac 
he/'e^7" u -h-:/ execu^&c the same in his/ hsr/t . hs 4r authorized 
capacity , and that by hls/ ^:r/:':.: i - r signature on the 

instrument Che person j^oT, or the enciLy upon behalf of which the 
person ijfj acted, executed the instrument. 

WITNESS bv hand and official seal. 



(Signature of" Notary) 




R-oea;^ Hudson 4 

Commission -rp 1221953 1 
No.'cry p-joiic - California 



\7g7 Sen Ctegc County f 
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PATENT 

Our Docket: P-NS 4970 
IN THE UNITED STATS 5 PATENT AND T RAD £ MARK OFFI CE 



In re Application of 

Palczewski et al . 

Serial No: 09/990,135 

Filed: November 21, 2 001 

For; EXPRESSION OF POLYPEPTIDES 
IN ROD OUTER SEGMENT 
MEMBRANES 



Commissioner for Patents 
Washington, D.C. 20231 



Conf . No . : 1224 



Group Art Unit: 16 32 
Examiner: L. Chen 



I hereby certify chat this correspondence 
is being deposited with the Unit ad states 
Postal service as first class mail in an 
envelope addressed tot commissioner for 
Patents, Washington, D.C, 20231 cn 
c & br LicL-r y 14 , 20 03 . 

Melody E. Clark, Recj . No. 51,56$ 



February 14, 2Q0 3 

Date at* Signature 

RE SPONSE TO RESTRICTION REQUIREMENT 

Responsive to the Restriction Requirement mailed 
June 20, 2002, consideration of the following Remarks is 
respectfully requested. A response to the Restriction 
Requirement was originally due December 20, 2002. However, 
Applicants did not receive the Restriction Requirement until 
January 3, 2003, because the original Restriction Requirement had 
been sent to the wrong address. Applicants are concurrently 
submitting a Petition under 3-7 C.F.R. 1.181(a) Requesting 
Withdrawal of Holding of Abandonment, attached herewith as 
Exhibit A. Accordingly, this Response is being timely . filed. 

REMARKS 

Claims 1-38 are pending. The Examiner alleges that* the 
claims are directed to three distinct and independent inventions 
as follows: 



EXHIBIT F 
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Inventors : 
Serial No . : 
Filed : 
Page 2 



Palczewski et al . 
09/990, 185 
November 21, 2 001 



Group I: Claims 1 through 27, 3 0 and 36, directed to a 



Group II- Claims 28 and 37, directed to a cell extract; 
and 

Group ill; Claims 2 9 and 33, directed to a sub- 
stantially purified transgenic polypeptide. 

Applicants believe there is a typographical error in 



the Restriction Requirement regarding the claims listed in Group 
I. The Restriction Requirement currently states thac Group I 
includes "claims 1-27, 30 and 36," however, .we believe the 
Restriction Requirement intended to state that: Group I includes 
"claims 1-27 and 30-36," Applicants believe the Examiner 
intended for Group I to include claims 3 0 through 3 6 because 
claims 31-35, which depend on claim 30, are parallel to claims 
18-22 in Group X. In addition, in the current version of the 
Restriction Requirement, claims 31-35 are not assigned to any 
group. Applicants therefore interpret Group I as containing 
claims 1 chrough 27, and 3 0 through 36. If Applicant's 
interpretation of Group I is incorrect, then clarif icacion by the 
Examiner and issuance of a revised Restriction Requirement is # 
respect fully requested . 



gene targeting construct comprising a rod 
outer segment (ROS) targeting signal, a 
vector or a cell or a gene disrupted mouse 
comprising the construct ; 
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Invencors: Palczewski et al . 

Serial NO. : 09/950, 185 

Filed: November 21, 2001 
Page 3 



applicants traverse the Restriction Requirement for the 
reasons stated below. Nevertheless, in order to be responsive to 
the Office Action, Applicants elect the claims of Group I, claims 
1 through 27, and 30 through 36, direcced to a gene targeting 
construct comprising a rod outer segment (R.OS) targeting signal, 
a vector or a cell or a gene disrupted mouse comprising the 
cons cruet . Applicants reserve the right to pursue prosecution of 
the non-elected claims in a later filed application claiming the 
benefit of priority of the above-identified application. 

Applicants traverse the Restriction Requirement with 
respect to the division of the claims of Groups II and III from 
the claims of Groups I. Applicants submit that;, while the claims 
of Groups II and III are patentably distinct from the claims of 
Group I, a thorough search of the elected claims of Group I will 
necessarily include a search of the claims of Groups II and III 
because the claims of Groups II and III depend on the claims of 
Group I.- For example, a search of Group I claim 2 7 directed to a 
rod cell will necessarily include a search of Group II claim 28, 
directed to an extract of the cell of claim 27. In addition, a 
search of Group I claim 27 will necessarily include a search of 
Group III claim 29, directed to a substantially purified 
transgenic polypeptide isolated from the cell of claim 27, or 
from an extract thereof. Accordingly, Applicants submit that 
search and examination of Groups II and III with Group I does not. 
pose a serious burden to the Examiner. 

Moreover, the claims of Groups II and III, while 
patentably distinct from the claims of Groups I, are related such 
that the division of the claims into three separate groups will 
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Inventors : 
Serial No . : 
Filed : 
Page 4 



Palczewski et al . 
09/990 , 135 
November 21/ 2 00 3. 



result in a duplicative effort by the U.S. Patent and Trademark 
Office. Since joinc examination of claims 1-33 will not result 
in a serious burden on the Examiner, rejoinder of Groups II and 
III with .Group I , respectfully is requested. 

CONCLUSION 

Applicants appreciate the Examiner's reconsideration of 
the Restriction Requirement. The Examiner is invited to contact 
the undersigned agent or Cathryn Campbell if there are any 
questions regarding this application. 

Respectfully submitted, 

Melody E. Clark 
Registration No. SI/ 566 
Telephone No. (358) 535-9001 
Facsimile No. ■ (358) 535-3949 



4370 La Jolla Village Drive 
7 nh Floor 

San Diego, California 92122 
USPTO CUSTOMER NO. 23 601 



February 14 , ,20 03 

Dace 



CAMPBELL & FLORES LLP 



Received from < 8585971585 > at 4/7/03 4:52:36 PM [Eastern Daylight Time] 



04/07/03 MON 13:38 FAX 858597 



CAMPBELL & FLORES LLF 



@!001 



INFORMAL COMMUNICATION 



INFORMAL COMMUNICATION 



McDermott, Will & Emery 

4370 La Jolla Village Drive, Suite 700 
Sail Diego, California 92 1 22 
Telephone: (858)535-9001 
Facsimile: (858) 535-8949 



IMPORTANT NOTICE 



The information accompanying this facsimile transmission is intended for the use of the person named below. The 
information may contain confidential information which may be legally privileged. Tf you have recei ved this facsimile 
in error, please notify us immediately by telephone or facsimile to arrange for return of the original documents to us. 
Thank you. 



TO: Examiner Angel 

Fax No.: 703.746.7182 

FROM: Melody E. Clark 

Registration No: 5 1 ,5S6 

REFERENCE: Serial No.; 09/990, 1 85 

Filed: November 2J ? 2001 

Entitled: EXPRESSION OF POLYPEPTIDES IN ROD 
OUTER SEGMENT MEMBRANES 

OUR REFERENCE: P-NS 4970 O 

DATE: April 7, 2003 

NO. OF PAGES (Including this page): 33 

LIST ALL DOCUMENTS BEING TRANSMITTED: 

1 . Post Card for Response to the Restriction Requirement: (1 page) 

2. Transmittal Form for Response to the Restriction Requirement (2 pages) 

3. Response to the Restriction Requirement with attached Exhibits (29 pages) 

SPECIAL INSTRUCTIONS: 

Please deliver this INFORMAL COMMUNICATION to EXAMINER Angel. 
Please do not enter this transmission as part of the PTO file* 

Please contact Lisa Oliver at (858) 535-9001 if you DO NOT receive all pages. 



Original will follow by: 
U.S. Mail 



Express Maij_ 



Will Not Follow XX 
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Please acknowledge receipt of the accompanying; 

E p°^onge to Restriction Requirement mai led June 20, 2QQ2 with,,, 

Exhib it A _ . 

a other _ . — — 

« Transmittal form 1083 (in duplicate) 

. q petition £or ; month. Extension of Time -(in duplicaLe) 

Applicant's Name Palczewski e t al . ., ~ 

Serial Number 09/990, 185 , Piling Date November 21. 2 0 01 

Examiner's m*™* L . Chen Group Art Unit 1632 

TH M . ^EXPRESSION OF POLYPEPTIDES IN ROD OUTER SEG MENT MEMBRANES . 

□ p> e S Enclosed DCheck Wo. :^ • 

gj 'certif icate of Mailing - 1st Class Date Mailed Uj^sbruary 14 f 2 00 3 

Our Docket Ma . • P-NS 4970 Date Due : '~*ZZ . 

Pliant Novas its _ 

Attorney/Secretary MSC/ cmg 

Place your receiving date stamp hereon and return this card- 
FORM UA Amend/ Re sp 



Please acknowledge receipt of the accompanying: 

a nttl V'ttTAtinn Under i>i C.F.R. si.iBi(a) Requesting Withdrawal 

^of Holding of Abandonment wit h Exhibi ts A r B, C f D, E and F 
a Transmittal form (in duplicate) 

□ Petition for month Extension of Time (in duplicate) 

Applicant's w*™* Palczewski et a,L „ — — ~— - 

Serial Number 09/990.185 Filing Date November 21, 2 0 01 

Examiners Name L. Chen _ Group Art Unit 1632 

TiM EXPRESSION OF PnT.VPBPTIDgS IN ROD OUTER SEGMENT MEM B KANE S 

□ Fee S Enclosed DCheck No.; _ . 

e certificate of Mailing - 1st Class Date Mailed: February 14 , 2002 

Our Docket Mft • P-NS 4 970 Date Due; — 

Cl lent Novas ite 



Attorney/Secretary JMEC/cmg — 
Place your receiving date stamp hereon am 



FORM UA Amend/ Re sp 




card. 
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